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DETAILED ACTION 
Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 01/13/05 has been 
entered. The submission is in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statement is being considered by the examiner. 

Claim Objections 

Claims 24, 32, and 40-42, and 44 are objected to because of the following 
informalities: 

Regarding claims 24, 32, and 40; the phrase "for example, e.g., or in particular 
for spectroscopic and microscopic analysis" renders the claim indefinite because it is 
unclear whether the limitation(s) following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Regarding claims 41-42, the recited limitation "the thickness" in line 1. There is 
insufficient antecedent basis for this limitation in the claim. 

Regarding claim 44; the recited term "or" in line 2 is alternative. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 24-30, 34, 40, 43, and 45 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wannlund (U.S. Patent No. 5,772,967). 

Regarding claims 24, 40, and 45; Wannlund et al discloses a system and a 
method for the preparation and handling of multiple solid-state samples, said system 
comprising: 

a sample holder assembly (20, 22 of figures 6-10) for multiple solid-state 
samples (e.g., a plurality of sample wells [28 of figures 1-2]), said sample holder 
assembly (20, 22 of figure 6) comprising: 

a sample holding body (24 of figures 1-4) having first and second sides (figures 
2-4), wherein the sample holding body (24 of figure 2) provided with multiple sample 
receiving open-ended bores (figures 2-4) extending through said sample holding body 
(24 of figures 1-4) between said first and second sides (figures 2-4), wherein each bore 
(figures 2-4) having a first opening (figure 1-4) at the first side (figures 1-4) and a 
second opening (figure 1-4) at the second side (figure 1-4); 

a closure body (66 of figure 7) adapted to be mounted against the second side 
(figure 7) of the sample holding body (24 of figure 7), said closure body (66 of figure 7) 
having a closure side (84, 86 of figure 7) adapted to rest against the second side (figure 
7) of the sample holding body (24 of figure 7) for closing off the second openings of the 
bores in said sample holding body (24 of figure 7), and 
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compacting means (26 of figure 1-7) for compacting samples filled in bores of the 
sample holding body (24 of figure 1-2 and 7) as these bores are closed off on the 
second side by the closure side (84, 86 of figure 7) of the closure body (66 of figure 7). 



U.S. Patent jw*.xum s*««j.r» 5,772,967 




-J 



It is noted that the process limitations on product claims, which . product does not 
otherwise patentably distinguish over prior art, cannot impact patentability to the 
product. In re Stephens 145 USPQ 656 (CCPA 1965). 

Regarding claim 25; Wannlund et al discloses plugs (42 of figure 3) each 
adapted to be introduced into a bore via the first opening (figures 3-4). 

Regarding claim 26; Wannlund et al discloses plugs (42 of figure 3) are 
compaction plugs associated with said compaction means (26 of figure 3) for 
compacting a sample in said bore (figures 1-4). 
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Regarding claims 27-28; Wannlund et al discloses plugs (42 of figure 3) are 
support plugs associated with said sample holding assembly (24 of figure 3), each 
support plug being adapted to be secured with respect to said bore for supporting a 
sample in said bore (figures 1-4). 

Regarding claim 29; Wannlund et al discloses plugs (42 of figure 3) are 
slideable in the bores and the compacting means (26 of figure 3) are adapted for 
pushing the plugs into the bores thereby compacting the samples. 

Regarding claim 30; Wannlund et al discloses plugs (42 of figure 7) are 
diametrically expandable under axial compression by a pressure bar (88 of figure 7) 
such that the plugs (42 of figure 7) allow for expansion and thereby fixation in said bores 
(figure 7). 

Regarding claims 34; Wannlund et al discloses the second side of the sample 
holder has a planar surface and wherein the corresponding face of the closure body 
also has a planar surface. 

Regarding claim 43; Wannlund et al discloses the closure body (66 of figure 7) 
is removed from the second side of the sample holding body (24 of figure 7) thereby 
exposing the corresponding surface of the samples (figures 3-7). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 31-32, 38-39, 41-42, and 44 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Wannund et al (U.S. Patent No. 5,772,967)in view of 
Sanadi (U.S. Patent No. 5,741,463). 

Regarding claim 31 ; Wannlund et al discloses all of features of claimed 
invention except for said plugs and bores are screwthreaded . It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
combine system and method of Wannlund et al with said plugs and bores are 
screwthreaded, since it has been held that broadly providing a mechanical or automatic 
means to replace manual activity which has accomplished the same result involves only 
routine skill in the art. In re Venner, 120 USPQ 19 

Regarding claim 32; Wannlund et al discloses all of features of claimed 
invention except for further comprises securing means for securing a plug in a bore with 
an adhesive. However, Sanadi teaches that it is known in the art to provide securing 
means for securing a plug in a bore with an adhesive (106 of figures 7-9). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to combine system and method of Wannlund et al with securing means for securing a 
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plug in a bore with an adhesive as taught by Sanadi for the purpose of sealing system 
for glass or plastic slides which can be used without gluing the cover slip to the slide. 




Si Jr 





[Fig -9 



ia 7 ~ ~ 
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Regarding claims 38-39; Wannlund et al discloses all of features of claimed 
invention except for the bores have a diameter less than 2 cm or the hardness of the 
closure side of the closure body is greater than 6 Mohs. It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to combine 
system and method of Wannlund et al with the bores have a diameter less than 2 cm or 
the hardness of the closure side of the closure body is greater than 6 Mohs, since it has 
been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or working ranges involves only skill in the art. In re Aller, 105 
USPQ 233. 

Regarding claims 41-42; Wannlund et al discloses all of features of claimed 
invention except for the thickness of the compacted samples is at least 100 
micrometers. It would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to combine system and method of Wannlund et al with the 
thickness of the compacted samples is at least 100 micrometers, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or working ranges involves only skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 44; Wannlund et al discloses all of features of claimed 
invention except for the samples are subjected to a physical or chemical treatment prior 
to or during the samples to spectroscopic or microscopic analysis. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
combine system and method of Wannlund et al with the samples are subjected to a 
physical or chemical treatment, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basisof its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 

Allowable Subject Matter 
Claims 33 and 35-37 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

The prior art of record, taken alone or in combination, fails discloses or render 
obvious a system for preparation and handling of multiple solid state samples 
comprising all the specific elements with the specific combination including of the 
system further comprises plugs each adapted to be introduced into a bore via the first 
opening, and wherein the compacting means comprise a support removably fixed over 
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the first side of the sample holding body, said support having screwth reacted holes 
aligned with the bores and provided with screws for pushing the plugs into the bores in 
set forth limitation of claim 33. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Weinfield et al (7019267); Hall et al (6939516); Warhurt et al (6896848); Hoffman 
et al (6830732); Madden et al (6783732); or Goodale et al (5356525) 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sang Nguyen whose telephone number is (571) 272- 
2425. The examiner can normally be reached on 9:30 am to 7:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tarifu Chowdhury can be reached on (571) 272-2800 ext. 86. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

July 20, 2007 



Sang \ 
Primary Pa 




Examiner 



Art Unit 2886 



